TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Appeal No. 96-2608
Appl i cation 08/ 068, 498!

ON BRI EF

Bef ore McCANDLI SH, Seni or Adnmi ni strative Patent Judge and
FRANKFORT and McQUADE, Admi nistrative Patent Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clains 1, 4, 5, 8 and 11, and fromthe exam ner's

refusal to allow clains 2 and 7 as anended subsequent to the

ppplication for patent filed May 27, 1993.
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final rejection in a paper filed April 12, 1995 (Paper No.

10). dains 3, 6, 9, 12 and 15 through 18 stand al | owed.
Clainms 10 and 13, the only other clainms pending in the
appl i cation, have been objected to, but are indicated to be
allowable if rewitten in independent form C aim 14 has been

cancel ed.

Appel lants' invention relates to an adapter for use in a
fixed angle centrifuge rotor for holding a centrifuge tube
containing a substance to be subjected to centrifugation.
Claim1l is representative of the subject matter on appeal and
a copy of that claim as it appears in the Appendix to

appel l ants' brief, is attached to this decision.

The sole prior art reference of record relied upon by the
exam ner is:

St al | mann DE 3, 343, 846 Jun. 13, 1985
(German O fenl egungschrift)?

2 Qur understanding of this German | anguage document is based upon a
translation prepared by the U S. Patent and Tradenmark O fice. A copy of that
transl ati on acconpani es this deci sion.
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Claims 1, 4, 5, 8 and 11 stand rejected under 35 U.S. C

8§ 112, second paragraph, as being indefinite for failing to

particularly point out and distinctly claimthat which

appel l ants regard as their invention.

Claims 1 and 2 stand rejected under 35 U. S.C. 8§ 102(b) as

bei ng antici pated by Stall mann.

Claim 7 stands rejected under 35 U S C. 8 103 as being

unpat ent abl e over Stal |l mann.

Rat her than reiterate the examner's full statenment of the
above-noted rejections and the conflicting viewpoints advanced
by the exam ner and appellants regarding those rejections, we
make reference to the examner's answer (Paper No. 22, nuiled
Novenmber 27, 1995) for the examner's reasoning in support of
the rejections, and to appellants' brief (Paper No. 21, filed

Cctober 19, 1995) for appellants' argunents thereagainst.

OPI NI ON

In reaching our decision in this appeal, we have given
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careful consideration to appellants' specification and clains,
to the applied prior art reference, and to the respective

positions

articulated by appellants and the exam ner. As a consequence of

our review, we have nmade the determ nati ons which foll ow.

W turn first to the examner's rejection of appealed
claims 1, 4, 5, 8 and 11 wunder 35 US.C § 112, second
par agr aph. After reviewing appellants' specification and
clains, and appellants' argunents on page 4 of their brief, it
is our opinion that the scope and content of the subject matter
enbraced by appellants' independent clains 1 and 4 on appeal are
clear and definite, and fulfill the requirement of 35 U S C 8§
112, second paragraph, that they provide those who would
endeavor, in future enterprise, to approach the area
circunscribed by the clainms, with the adequate notice denmanded
by due process of law, so that they my nore readily and

accurately determne the boundaries of protection involved and
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evaluate the possibility of infringenent and dom nance. See, |n

re Hammack, 427 F.2d 1378, 166 USPQ 204 (CCPA 1970). Li ke

appel l ants, we have no doubt that the term “itself” in clainms 1
and 4 on appeal refers back to the inboard portion of the
adapter, and therefore that independent clains 1 and 4, and

dependent clains 5, 8 and 11, do particularly point out and

distinctly claimthat which appellants regard as their invention

and are definite wthin the neaning of the Statute.
Accordingly, we wll not sustain the examner's rejection of
appel lants' clains 1, 4, 5, 8 and 11 under 35 U S C § 112,

second par agr aph.

We next look to the examner's rejection of clains 1 and 2
under 35 U.S.C 8 102(b) as being anticipated by Stall mann.
Li ke the exami ner, we view the renovabl e and repl aceabl e plastic
insert (4) of Stallmann’s centrifuge rotor as being an “adapter”
for use in the centrifuge rotor. As seen in Figures 1-3 of
Stall mann, the rotor itself is forned of the hub (1), |ower part

(2) and upper part (3) which are configured and arranged to
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receive the renovable and replaceable insert (4) which carries
the sanple containers (6) in recesses defined therein. The
i nsert/adapter (4), while being spun, will have a “portion” that
lies radially inboard and a portion that lies radially outboard
wWith respect to the axis of rotation of the rotor. W view the
“portion” that lies radially inboard as being the entire inner
surface of the insert/adapter (4) and we note that this surface
has openings therein defined by the spaces between the ribs(5)
of Stallnmann’s insert. In view of this understanding of the

rotor and insert/adapter of Stallnmann, we find

appel lants’ argunents as set forth on page 5 of their brief to
be unpersuasive and we wll therefore sustain the examner’s

rejection of clains 1 and 2 under 35 U. S.C. § 102(b).

As for the examner’s rejection of claim?7 under 35
U s C 8 103 based on Stallmann, we will also sustain this
rejection. In light of our discussions above regarding the

I nsert/adapter (4) of Stallmnn, we find appellants’
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assertions of hindsight reconstruction to be unpersuasive.

Mor eover, we note that appellants have not in any way
specifically addressed the exam ner’s stated position
concerni ng the obviousness of making the insert (4) of
Stallmann froma light transm ssive plastic naterial so as to
al | ow vi sual observation of the sanple containers (6) while in

the adapter (4).

To summari ze our decision, we note that the examner's
rejection of clainms 1, 4, 5, 8 and 11 under 35 U S.C. § 112,
second paragraph, has not been sustained; but that the
exam ner's rejection of appealed clains 1 and 2 under 35
US C 8 102(b) relying on Stall mann has been sustained, as

has the examner’s rejection of claim7 under 35 U S.C. § 103.

The deci sion of the exami ner is, accordingly, affirmed-

I n-part.

No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR
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§ 1.136(a).

AFFI RVED- | N- PART
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